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OFFICE ACTION SUMMARY 



ponslve to communicatlon(s) filed on . 
0This action is FINAL. 

' □ Since this application is in condition for allowance except for formal matters, prosecution as to the merits is closed in 
accordance with the practice under Ex parte Quayte, 1 935 D.C. 1 1 ; 453 O.G. 213. 

A shortened statutory period for response to this action is set to expire *fl/<*-*-k Q) month(s), o r th i rty dayo r 
whichever is longer, from the mailing date of this communication. Failure to respond within the period for response will cause 
the application to become abandoned. (35 U.S.C. § 133). Extensions of time may be obtained under the provisions of 37 CFR 
1.136(a). 



Disposition of Claims 



. is/are pending in the application. 



Of the above, claim(s) . 
□ Claim(s). 



(Taaim(s) Si-S^ foQ~L>l f L<\-ni n$-8l 

E'ciairn(s) fCfy to fo^rj) 7 1 ~ 7 # 



. is/are withdrawn from consideration. 

is/are allowed. 

is/are rejected. 



. is/are objected to. 



□ Claims, 



. are subject to restriction or election requirement. 



Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. . 

□ The drawing(s) filed on - . is/are objected to by the Examiner. 

□ The proposed drawing correction, filed on ■: ; . ■ ■ is O approved □ disapproved. 

□ The specification is objected to by the Examiner. 

□ The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d). 

□ All □ Some* □ None of the CERTIFIED copies of the priority documents have been 

□ received. 

□ received in Application No. (Series Code/Serial Number) • ' ■• 



□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
'Certified copies not received: t 



□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 
"^Attacfirr1«nt(s) 1 . .. ■ • ■*-;-.. 

□ Notice of Reference Cited, PTO-892 
' i □ Information Disclosure Statement(s), PTO-1449, Paper No(s). 

□ IntervieWiSummaryi jPTO^IS^ - - 

□ Notice of Draftsperson's Patent Drawing Review. PTO-948 
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The non- statutory double patenting rejection, whether of the 
obvious-type or non -obvious -type, is based on a judicially 
created doctrine grounded in public policy (a policy reflected in 
the statute) so as to prevent the unjustified or improper 
timewise extension of the "right to exclude" granted by a patent. 
In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 1969); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); In re Van Ornam, 
686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Longi, 759 F.2d 
887, 225 USPQ 645 (Fed. Cir. 1985); and In re Goodman, 29 USPQ2d 
2010 (Fed. Cir. 1993) . 

A timely filed terminal disclaimer in compliance with 37 CFR 
1.321 (b) and (c) may be used to overcome an actual or 
provisional rejection based on a non- statutory double patenting 
ground provided the conflicting application or patent is shown to 
be commonly owned with this application. See 37 CFR 1.78 (d) . 

Effective January 1, 1994, a registered attorney or agent of 
record may sign a Terminal Disclaimer. A Terminal Disclaimer 
signed by the assignee must fully comply with 37 CFR 3.73(b) . 

Claims 51-55, 60-63 and 79-81 are rejected under the judicially 
created doctrine of obviousness -type double patenting as being 
unpatentable over claims 1-22 of U.S. Patent No. 5,122,464. 
Although the conflicting claims are not identical, they are not 
patentably distinct from each other for the reasons stated in the 
previous Office Action (Paper #29) . The rejection now also 
includes claims 79-81 as a result of applicants amendment filed 
12/9/96 since the methods recited in these claims are not 
patentably distinct from the methods recited in Claims 1-18 of 
the 5,122,464 patent. 

Applicants do not present any arguments in traverse .of this 
rejection but indicate that a suitable terminal disclaimer may be 
submitted upon indication of allowable subject matter. The 
rejection therefore stands for reasons of record. 

I. The following is a quotation of 35 U.S. C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 
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Subject matter developed by another person, which qualifies 
as prior art only under subsection (f ) or (g) of section 102 
of this title, shall not preclude patentability under this 
section where the subject matter and the claimed invention 
were, at the time the invention was made, owned by the same 
person or subject to an obligation of assignment to the same 
person. 

This application currently names joint inventors. In 
considering patentability of the claims under 35 U.S. C. § 103, 
the examiner presumes that, the subject matter of the various 
claims was commonly owned at the time any inventions covered 
therein were made absent any evidence to the contrary. Applicant 
is advised of the obligation under 37 C.F.R. § 1.56 to point out 
the inventor and invention dates of each claim that was not 
commonly owned at the time a later invention was made in order 
for the examiner to consider the applicability of potential 35 
U.S.C. § 102(f) or (g) prior art under 35 U.S.C. § 103. 

II. Claims 64-67 and 69-76 are rejected under 35 U.S.C. § 103 as 

being unpatentable over Sanders et al . in view of Alberts et al . 

or Watson et al . 

Applicants claim a DNA sequence encoding a complete 
glutamine synthetase (GS) enzyme from any source or from a rodent 
or hamster, vectors containing said sequence and host cells 
transformed with said vector. 

Sanders et al . (EMBO, Vol. 3, 1984, pp. 65-71, see whole 
article, particularly p. 69) recite the cloning of at least part 
of the hamster GS gene and the amplification of said gene in 
methionine sulphoximine resistant cells. Sanders et al . do not 
recite generation of an expression vector capable of expressing 
the GS gene or host cells transformed with said gene. 

Alberts et al . ("Molecular Biology of the Cell", 1983, pp. 
184-193) and Watson et al . ("Recombinant DNA, A Short Course" , 
1983, pp. 184-193) recite the generally routine steps of cloning 
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a gene and expressing a cloned gene of interest in transformed 
host cells. 

Applicants 1 invention is essentially a logical and obvious 
conclusion to the work of Sanders et al . Applicants indeed 
recite that the methods used by Sanders et al . were duplicated in 
the instant disclosure (See Specification, page 17, 2nd 
paragraph) ; therefore, given the teachings on the preliminary 
identification of at least a portion of the GS gene (Sanders et 
al.) it must be considered that the subsequent cloning and 
expression of the entire GS gene by following the routine cloning 
and expression steps outlined by Alberts et al . and Watson et al . 
would have been obvious to an artisan of ordinary skill in the 
art. The ordinary skilled artisan, seeking to clone and express 
the GS gene, would have been motivated to do so because Sanders 
et al . indicates that the GS gene product "...is responsible for 
the conversion of glutamate and ammonia to glutamine, which has 
been described as the most versatile of all amino acids...", that 
GS levels "...may be regulated in vivo and in vitro as a result 
of cellular differentiation, glucocorticoid hormone levels and 
medium glutamine levels..." and thereby be important in 
understanding cellular differentiation, etc. and finally that 
"Gene amplification has also been reported as an oncogenic 
phenomenon." (Page 65, right column). Given the well known 
teachings of ,the prior art on the cloning and expression of genes 
of interest, it must be considered that the ordinary skilled 
artisan, at the time the invention was made, would have had a 
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reasonable expectation of success in practicing the claimed 
invention. 



III. Claims 56, 68 and 77-78 are objected to as being dependent 
upon a rejected base claim, but would be allowable if rewritten 
in independent form including all of the limitations of the base 
claim and any intervening claims . 



No Claims are allowed. 



IV. Applicant's amendment necessitated the new grounds of 
rejection. Accordingly, THIS ACTION IS MADE FINAL. See M.P.E.P. 
§ 706.07(a). Applicant is reminded of the extension of time 
policy as set forth in 37 C.F.R. § 1.136(a). 



A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 



Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to David Guzo 
whose telephone number is (703) 308-1906. The examiner can 
normally be reached on Monday -Thursday from 8:00 AM to 5:30 PM. 
The examiner can also be reached on alternate Fridays. 

If attempts to reach the examiner by telephone are 
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unsuccessful, the examinees supervisor, Mindy Fleisher, can be 
reached on (703) 308-0407. The fax phone number for this Group 
is (703) 308-0294. 



Any inquiry of a general nature or relating to the status of 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 308-0196. 



David Guzo 
March 16, 1997 




PRIMARY EXAMJ4 
GROUP 1800 



